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DETAILED ACTION 
Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

With respect to each of the following rejections regarding claims 15, 20 - 23 and 26 - 29, 
the applicant's disclosure indicates that commercially available collection systems and thermal 
analyzers, such as micro-differential scanning calorimeter (microDSC) model 2990 available 
from TA Instruments, Inc. (New Castle, DE), are utilized to perform the identification process 
recited in the claims (see pp. 14 - 16). However, it should be noted that these claims are directed 
to a system or apparatus. Therefore, it is the structural limitations of the apparatus, as recited in 
the claims, which are considered in determining the patentability of the apparatus. These claims 
recite various process or use limitations and are accorded no patentable weight to an apparatus. 
For example, these claims recite how the apparatus is to be operated, such as the operating 
temperature, or what is intended to be detected using the apparatus, such as illegal drug or 
explosive compounds, which do not impart any limitations to define the structure of the 
apparatus being claimed. Process limitations do not add patentability to a structure, which is not 
distinguished from the prior art. A recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order to 
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patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. See In re Casey , 152 USPQ 235 
(CCPA 1967) and In re Otto , 136 USPQ 458, 459 (CCPA 1963). The Courts have held that it is 
well settled that the recitation of a new intended use, for an old product, such as the thermal 
detection apparatus in this case, does not make a claim to that old product patentable. See In re 
Schreiber. 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997). 



1. Claims 15, 16, 20 - 23, 24 and 26 - 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Dell et al. (U.S. Pat. No. 3,643,491). Regarding claims 15, 16, 23, and 24, Dell 
et al. teach a differential scanning calorimetry apparatus comprising: a thermal measuring 
apparatus (43, 44 & 47); and an analyzer (54) coupled to the thermal measuring apparatus (see 
col. 2, lines 50 - 73; figures 7 & 8). Regarding claims 28 and 29, Dell et al. teach that data or 
thermograms of sample and reference materials are recorded and compared (see col. 2, lines 51 - 
74). 



2. Claims 15, 20 - 23 and 26 - 29 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Kimura et al. (U.S. Pat. No. 6,331,074 Bl). Kimura et al. teach an apparatus comprising: a 
thermal measuring apparatus (thin-film heater 2 & thermocouple 15 A); and an analyzer (a 
microcomputer) coupled to the thermal measuring apparatus (see col. 4, lines 46 - 67; col. 5, 
lines 1 - 62; col. 8, lines 35 - 67; figure 1). 
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3. Claims 15, 20 - 23 and 26 - 29 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Sheffield (U.S. Pat. No. 5,356,217 A). Regarding claims 15 and 23, Sheffield teaches an 
apparatus (10) comprising: a thermal measuring apparatus (sample thermocouple assembly 28 & 
furnace 30); and an analyzer (microterminal 50) coupled to the thermal measuring apparatus (see 
col. 6, lines 1 - 68; col.7, lines 1 - 68; col. 8, lines 1 - 66; figures 1 - 3). Regarding claims 28 
and 29, Sheffield teaches that reference or calibration data, which is inherently anticipated to be 
in the form of a thermogram, may by utilized (see col. 3, lines 50 - 68; col. 4, lines 1 - 68; col. 5, 
lines 1-19). 

4. Claims 15, 20 - 23 and 26 - 29 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Vasilenko et al. (U.S. Pat. No. 4,317,360). Regarding claims 15 and 23, Vasilenko et al. teach 
an apparatus (10) comprising: a thermal measuring apparatus (photoelectric pyrometer 24 & 
block 1); and an analyzer (30) coupled to the thermal measuring apparatus (see col. 3, lines 60 - 
68; col. 4, lines 1 - 68; col.5, lines 1-51; figures 1 - 3). Regarding claims 28 and 29, Vasilenko 
et al. teach that reference data, which is inherently anticipated to be in the form of a thermogram, 
for a standard sample, may be recorded and used for comparison (see col. 4, lines 48-61; col. 

5. lines 19-51). 

5. Claims 15, 20 - 23 and 26 - 29 are rejected under 35 U.S.C. 102(e) as being anticipated 
byNakamura (U.S. Pat. No. 6,210,035 Bl). Nakamura teaches an apparatus comprising: a 
thermal measuring apparatus (heating furnace 1 and a thermocouple fixed to the bottom surface 
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of the sample holder 4); and an analyzer (processor 18 & waveform analyzer 19) coupled to the 
thermal measuring apparatus (see col. 2, lines 30 - 67; col 3, lines 1 - 64; figure 1). 

6. Claims 15, 20 - 23 and 26 - 29 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Webster et al. (U.S. Pat. No. 5,300,888 A). Webster et al. teach an apparatus comprising: a 
thermal measuring apparatus (heater 107 & thermocouple 108); and an analyzer (CPU 120) 
coupled to the thermal measuring apparatus (see col. 4, lines 39 - 68; col.5, lines 1 - 68; col. 6, 
lines 1-61; figures 2 - 4). 

7. Claims 15, 20 - 23 and 26 - 29 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Lyon et al. (U.S. Pat. No. 5,981,290 A). Regarding claims 15 and 23, Lyon et al. teach an 
apparatus comprising: a thermal measuring apparatus (thermogravimetric analyzer 10); and an 
analyzer (computer 44) coupled to the thermal measuring apparatus (see col. 3, lines 1 1 - 47; 
col. 4, lines 1 - 47; figure 1). Regarding claim 20, Lyon et al. teach that the thermal measuring 
apparatus operates using anaerobic pyrolysis (see Abstract). 

8. Claims 15, 20 - 23 and 26 - 29 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Nakamura et al. (U.S. Pat. No. 5,826,983 A). Regarding claims 15 and 23, Nakamura et al. 
teach an apparatus comprising: a thermal measuring apparatus (heating furnace 21 & 
thermocouple 14); and an analyzer (45) coupled to the thermal measuring apparatus (see col. 3, 
lines 1 - 67; col. 4, lines 1 - 67; col. 5, lines 1 - 67; col. 6, lines 1 - 64; figures 1 - 6). 
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Regarding claim 28, Nakamura et al. teach that the analyzer stores thermal analysis data for 
reference (see col. 6, lines 2-12). 

9. Claims 15, 16, 20 - 24 and 26 - 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fawcett et al. (U.S. Pat. No. 4,821,303). Regarding claims 15 and 23, Fawcett et 
al. teach an apparatus comprising: a thermal measuring apparatus (resistive heating element 100 
& resistive temperature sensing element 102); and an analyzer (computer 108) coupled to the 
thermal measuring apparatus (see col. 7, lines 41 - 68; col. 8, lines 1 - 47; figure 2 - 4). 
Regarding claims 16 and 24, Fawcett et al. teach that the thermal analyzer is preferably a 
differential scanning calorimeter (see col. 2, lines 56 - 64). Regarding claim 20, Fawcett et al. 
teach that the apparatus may be operated using an anaerobic environment, such as with nitrogen 
(see Example 6: col. 15, lines 45 - 54). Regarding claims 21 and 22, Fawcett et al. teach that 
the apparatus can be operated from about 140°C to 150 °C (see figure 14A). Regarding claim 
26, Fawcett et al. teach that the apparatus may be utilized in investigating pharmaceutical drugs 
(see col. 10, lines 51 - 63). Regarding claim 28, Fawcett et al. teach that the apparatus may 
record the resulting calorimetric data, which would be inherently anticipated to be in the form 
of a thermogram (see col. 3, lines 21 - 54). Regarding claim 29, Fawcett et al. teach the 
comparison and analysis of both sample and reference materials (see col. 7, lines 64 - 68; col. 8, 
lines 1-16). 

10. Claims 15, 16, 20 - 24 and 26 - 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Reading et al. (U.S. Pat. No. 5,346,306 A). Regarding claims 15 and 23, Reading 



Application/Control Number: 10/066,253 Page 7 

*Art Unit: 1743 

et al. teach an apparatus comprising: a thermal measuring apparatus (e.g., sample temperature 
thermocouple 1 14 & electric furnace 119); and an analyzer (microcomputer 110) coupled to the 
thermal measuring apparatus (see col. 7, lines 15 - 55). Regarding claims 16 and 24, Reading et 
al. teach that the invention may be used with differential scanning calorimetry (see col. 7, lines 5 
- 14). Regarding claim 20, Reading et al. teach that the apparatus may be operated using an 
anaerobic environment, such as with nitrogen (see col. 7, lines 49 - 55). Regarding claims 21 
and 22, Reading et al. teach that the apparatus can be operated from about 50°C to 275 °C (see 
figure 4b). Furthermore, regarding claims 23, 28 and 29, Reading et al. teach the comparing of 
the data to a database or library of known results in order to determine the identification and 
properties of the sample material (see col. 1, lines 1 1 - 49; col.10, lines 20 - 39; col. 8, lines 16 - 
52). 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

1. Claims 15 - 17 and 19 - 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Drew et al. (U.S. Pat. No. 5,313,061 A) in view of Reading et al. (U.S. Pat. No. 5,346,306 
A). Regarding claims 15, 16, 23, 24, 26 and 27, Drew et al. teach an analytical system for the 
detection and identification of explosive and illegal drug compounds. Drew et al. teach that 
their disclosed system utilizes mass spectrometry for the identification of these chemical 
compounds (see col. 1, lines 1 - 55). However, Drew et al. does not specifically teach the 
incorporation of a thermal analysis technique, such as differential scanning calorimetry (DSC), 
for the identification of chemical compounds. Reading et al. do teach thermal analysis 
techniques, and in particular differential scanning calorimetry, for determining sample 
composition and structure (see col. 1, lines 1 - 67). Therefore, the prior art, as evidenced by 
Reading et al., recognizes the suitability of thermal analysis techniques for the intended purpose 
of chemical compound identification (see MPEP section 2 1 44.07). Both of these techniques, 
mass spectrometry and thermal analysis, are notoriously well known in the art for being utilized 
for the same purpose, for the identification of chemical compounds, as is evidenced by Drew et 
al. and Reading et al., respectively. Hence, these identification techniques are considered 
functional equivalents recognized in the prior art (see MPEP section 2144.06). The Courts have 
held that an express suggestion to substitute one equivalent component or process for another is 
not necessary to render such a substitution obvious. See In re Fout , 675 F.2d 297, 213 USPQ 532 
(CCPA 1982). Therefore, it would have been obvious to one of ordinary skill in the art to 
substitute and incorporate the known equivalent analytical technique of thermal analysis, such as 
differential scanning calorimetry, as taught by Reading et al., with the analytical detection 
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system, as taught by Drew et al., in order to facilitate effective sample identification. Regarding 
claim 15, Reading et al. teach a DSC apparatus comprising: a thermal measuring apparatus 
(sample temperature thermocouple 1 14 & electric furnace 119); and an analyzer (microcomputer 
110) coupled to the thermal measuring apparatus (see col. 7, lines 15-55). Regarding claims 17 
and 25, Drew et al. teach the incorporation of a collection apparatus (concentrator assembly 12) 
that collects and concentrates the sample prior to analysis (see col. 6, lines 22 - 39). Regarding 
claim 19, Drew et al. teach the incorporation of solvent extraction (see col. 6, lines 61-68 col. 
7, lines 1 - 4). Regarding claim 20, Reading et al. teach that the DSC apparatus may be operated 
using an anaerobic environment, such as with nitrogen (see col. 7, lines 49 - 55). Regarding 
claims 21 and 22, Reading et al. teach the DSC apparatus can be operated from about 50°C to 
275 °C (see figure 4b). Furthermore, regarding claims 23 and 26 - 29, Reading et al. teach the 
comparing of the data to a database or library of known results in order to determine the 
identification and properties of the sample material (see col. 1, lines 1 1 - 49; col. 8, lines 16 - 
52; col. 10, lines 20-39). 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Drew et al. in 
view of Reading et al. as applied to claims 15-17 and 19-29 above, and further in view of 
Volsy (U.S. Pat. No. 3,827,217). Drew et al. teach that the detection system may be used for the 
analysis of hazardous and toxic chemical compounds in air samples (see col. 1, lines 10 - 34). 
Drew et al. teach the incorporation of a collection apparatus (concentrator assembly 12, which is 
a concentration cartridge loaded with an adsorbent) that collects and concentrates the air sample 
prior to sample analysis (see col. 6, lines 22 - 39). Neither Drew et al. or Reading et al. 
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specifically teach the incorporation of a means of electrostatic precipitation for concentrating 
samples prior to analysis. Volsy does teach the use of an electrostatic precipitator for the 
collection of particles in a gas, such as air, prior to chemical analysis (see col. 1, lines 1-16). 
Therefore, the prior art, as evidenced by Volsy, recognizes the suitability of the electrostatic 
precipitation technique for the intended purpose of concentrating samples prior to analysis (see 
MPEP section 2144.07). Both of these collection and concentration techniques, the use of an 
adsorbent and electrostatic precipitation, are notoriously well known in the art for being utilized 
for the same purpose, for the collection and concentration of chemical compounds in air samples 
prior to analysis, as is evidenced by Drew et al. and Volsy, respectively. Hence, these 
concentration techniques are considered functional equivalents recognized in the prior art (see 
MPEP section 2144.06). The Courts have held that an express suggestion to substitute one 
equivalent component or process for another is not necessary to render such a substitution 
obvious. See In re Fout , 675 F.2d 297, 213 USPQ 532 (CCPA 1982). Therefore, it would have 
been obvious to one of ordinary skill in the art to substitute and incorporate the known equivalent 
collection and concentration technique of electrostatic precipitation, as taught by Volsy, with the 
analytical detection system, as taught by Drew et al. in view of Reading et al., in order to 
facilitate effective sample collection and concentration for efficient sample identification. 

2. Claims 15 - 17 and 19 - 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Drew et al. (U.S. Pat. No. 5,313,061 A) in view of Fawcett et al. (U.S. Pat. No. 4,821,303). 
Regarding claims 15, 16, 23, 24, 26 and 27, Drew et al. teach an analytical system for the 
detection and identification of explosive and illegal drug compounds. Drew et al. teach that 
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their disclosed system utilizes mass spectrometry for the identification of these chemical 
compounds (see col. 1, lines 1 - 55). However, Drew et al. does not specifically teach the 
incorporation of a thermal analysis technique, such as differential scanning calorimetry (DSC), 
for the identification of chemical compounds. Fawcett et al. do teach thermal analysis 
techniques, and in particular differential scanning calorimetry, for determining sample 
composition and structure (see col. 2, lines 56 - 64). Furthermore, Fawcett et al. teach that the 
apparatus may be utilized in investigating pharmaceutical drugs (see col. 10, lines 51 - 63). 
Therefore, the prior art, as evidenced by Fawcett et al., recognizes the suitability of thermal 
analysis techniques for the intended purpose of chemical compound identification (see MPEP 
section 2144.07). Both of these techniques, mass spectrometry and thermal analysis, are 
notoriously well known in the art for being utilized for the same purpose, for the identification of 
chemical compounds, as is evidenced by Drew et al. and Fawcett et al., respectively. Hence, 
these identification techniques are considered functional equivalents recognized in the prior art 
(see MPEP section 2144.06). The Courts have held that an express suggestion to substitute one 
equivalent component or process for another is not necessary to render such a substitution 
obvious. See In re Fout 675 F.2d 297, 213 USPQ 532 (CCPA 1982). Therefore, it would have 
been obvious to one of ordinary skill in the art to substitute and incorporate the known equivalent 
analytical technique of thermal analysis, such as differential scanning calorimetry, as taught by 
Fawcett et al., with the analytical detection system, as taught by Drew et al., in order to 
facilitate effective sample identification. Regarding claims 15 and 23, Fawcett et al. teach an 
apparatus comprising: a thermal measuring apparatus (resistive heating element 100 & resistive 
temperature sensing element 102); and an analyzer (computer 108) coupled to the thermal 
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measuring apparatus (see col. 7, lines 41 - 68; col. 8 5 lines 1 - 47; figures 2 - 4). Regarding 
claim 20, Fawcett et al. teach that the apparatus may be operated using an anaerobic 
environment, such as with nitrogen (see Example 6: col. 15, lines 45 - 54). Regarding claims 21 
and 22, Fawcett et al. teach that the apparatus can be operated from about 140°C to 150 °C 
(see figure 14A). Regarding claim 28, Fawcett et al. teach that the apparatus may record the 
resulting calorimetric data (see col. 3, lines 21 - 54). Regarding claim 29, Fawcett et al. teach 
the comparison and analysis of both sample and reference materials (see col. 7, lines 64 - 68; 
col. 8, lines 1 - 16). Regarding claims 17 and 25, Drew et al. teach the incorporation of a 
collection apparatus (concentrator assembly 12) that collects and concentrates the sample prior to 
analysis (see col. 6, lines 22 - 39). Regarding claim 19, Drew et al. teach the incorporation of 
solvent extraction (see col. 6, lines 61-68; col. 7, lines 1 - 4). 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Drew et al. in 
view of Fawcett et al. as applied to claims 15-17 and 19-29 above, and further in view of 
Volsy (U.S. Pat. No. 3,827,217). Drew et al. teach that the detection system may be used for the 
analysis of hazardous and toxic chemical compounds in air samples (see col. 1, lines 10 - 34). 
Drew et al. teach the incorporation of a collection apparatus (concentrator assembly 12, which is 
a concentration cartridge loaded with an adsorbent) that collects and concentrates the air sample 
prior to sample analysis (see col. 6, lines 22 - 39). Neither Drew et al. or Fawcett et al. 
specifically teach the incorporation of a means of electrostatic precipitation for concentrating 
samples prior to analysis. Volsy does teach the use of an electrostatic precipitator for the 
collection of particles in a gas, such as air, prior to chemical analysis (see col. 1, lines 1-16). 
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Therefore, the prior art, as evidenced by Volsy, recognizes the suitability of the electrostatic 
precipitation technique for the intended purpose of concentrating samples prior to analysis (see 
MPEP section 2144.07). Both of these collection and concentration techniques, the use of an 
adsorbent and electrostatic precipitation, are notoriously well known in the art for being utilized 
for the same purpose, for the collection and concentration of chemical compounds in air samples 
prior to analysis, as is evidenced by Drew et al. and Volsy, respectively. Hence, these 
concentration techniques are considered functional equivalents recognized in the prior art (see 
MPEP section 2144.06). The Courts have held that an express suggestion to substitute one 
equivalent component or process for another is not necessary to render such a substitution 
obvious. See In re Fout , 675 F.2d 297, 213 USPQ 532 (CCPA 1982). Therefore, it would have 
been obvious to one of ordinary skill in the art to substitute and incorporate the known equivalent 
collection and concentration technique of electrostatic precipitation, as taught by Volsy, with the 
analytical detection system, as taught by Drew et al. in view of Fawcett et al., in order to 
facilitate effective sample collection and concentration for efficient sample identification. 



Response to Arguments 

Applicant's arguments with respect to claims 15-29 have been considered but are moot 
in view of the new ground(s) of rejection. 

The applicant's disclosure indicates that commercially available collection systems and 
thermal analyzers are utilized to perform the identification process recited in the claims (see pp. 
14-16). However, it should be noted that these claims are directed to a system or apparatus. 
The MPEP clearly instructs that the claiming of a new use, new function or unknown property, 
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such as for the thermal detection apparatus in this case, which is inherently present in the prior 
art, does not necessarily make the claim patentable (see MPEP section 2112). The Courts have 
held that apparatus claims must be structurally distinguishable from the prior art in terms of 
structure, not function. See In re Danlev , 120 USPQ 528, 531 (CCPA 1959); Hewlett-Packard 
Co. V. Bausch and Lomb, Inc., 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). The Courts have held 
that the manner of operating an apparatus does not differentiate an apparatus claim from the 
prior art, if the prior art apparatus teaches all of the structural limitations of the claim. See Ex 
Parte Masham . 2 USPQ2d 1647 (BPAI 1987) (see MPEP section 21 14). The applicant is 
advised that the MPEP clearly instructs that for process claims, a prior art apparatus anticipates 
a claimed process, if the apparatus carries out the process during normal operation (see MPEP 
section 21 12.02). It appears that the process for the identification of unknown compounds, such 
as illegal drug and explosive chemical compounds, using a thermal analysis technique, such as 
differential scanning calorimetry, as recited in the instant claims, may be performed using the 
apparatus taught by the prior art. If the structural limitations of the intended apparatus do differ 
from that of the cited prior art, then apparently a structural feature, which is deemed critical to 
the invention, is not recited in the claims (see MPEP 2164.08 (c)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (703) 305-0401. 
The examiner can normally be reached on Monday - Friday (1 1 :30 AM - 8 PM EST). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (703) 308-4037. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661 . 



Supen/spry Patent Examiner 
Tecttnobgy Center 1700 




